
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/634,595 


08/04/2003 


Steven H. Schwartzkopf 


4617 


6524 



23294 7590 03/26/2007 

JONES, TULLAR & COOPER, P.C. 
P.O. BOX 2266 EADS STATION 
ARLINGTON, VA 22202 



EXAMINER 



HRUSKOCI, PETER A 



ART UNIT 



PAPER NUMBER 



1724 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 03/26/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary 


Application No. 

10/634,595 


Applicant(s) 

SCHWARTZKOPF, STEVEN H. 


Pvuminor 

t Adl 1 III ICI 

Peter A. Hruskoci 


Art Unit 

1724 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. It is suggested that "AND 
METHOD" be deleted from the title. 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction 
of the following is required: In claims 1 and 21 "20 to 150 psi" lacks clear antecedent 
basis in the specification as originally filed. It is noted that paragraph [0080] is drawn to 
"75 to 150 psi" and original claim 9 includes basis for "20 to 150 psi". It is suggested 
that the specification be amended to include a - pressure of 20 to 150 psi -, to overcome 
this objection. 

Claims 1-3, 6, 7, 10, and 21-41 are rejected under 35 U.S.C. 1 12, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. Claims 1 and 21 are considered 

incomplete because it is essential to the instant method that the bed support be capable of 

resisting the process fluid pressure required to move said process liquid through said 

filter bed at said pressure. Claims 2, 3, 6, 7, 10, and 22-41 depend from the above claims 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory obviousness- 
type.double patenting rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not patentably distinct from the 
reference claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 1 40 F.3d 
1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent either 
is shown to be commonly owned with this application, or claims an invention made as a 
result of activities undertaken within the scope of a joint research agreement. 

Effective January 1 ? 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-3, 6, 7, 10, and 21-41 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-4 of U.S. Patent 
No. 6,638,422. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the structure of the apparatus recited in the instant 
claims appears to be fully encompassed by the claims of the patent. 

Claims 1 and 21 properly written to overcome the above 35 USC 1 12 rejection 
would be allowable upon the filing of a proper terminal disclaimer. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter A. Hruskoci whose telephone number is (571) 272- 
1 160. The examiner can normally be reached on Monday through Friday from 8:00AM- 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on (571) 272-1 166. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/634,595 



Page 4 



Art Unit: 1724 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 1724 




3/10/07 



